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REMARKS 

L INTRODUCTION 

In response to the Office Action dated June 1, 2004> please consider the following remarks. 
Claims 22-36 remain in die applicarion. Entry of these remarks, and re-consideration of the 
application, is requested. 

II. STATUS OF CLAIMS 

Claims 22-36 are pencJing in the application. 

Claims 22-24, 26-29, 31-34, and 36 were rejected under 35 U.S.C. §102(a) as being 
unpatentable over U.S. Patent No. 5,754,755, issued to Smitli (hereinafter, the Smith reference) and 
diese rejections axe being appealed. 

Claims 25, 30, and 35 were rejected under 35 U.S.C §103(a) as being obvious over Smith. 

III. STATUS OF AMENDMENTS 

No amendments to the Hqitnft have been made subsequent to the final Office Acdon. 

IV. SUMMARY OF THE INVENTION 

Briefly, AppeUant^s invention, as redted in independent claims 22, 27,and 32, is described as 
a mediod, apparatus, and article of manufacture, for generating a test code for an automatic 
procedure. The method comprises die steps of defining a source file having a pluraHty of tags 
associated widi a member of a library of executable code objects defining a set of instructions for 
performing a portion of die automatic test procedure, generating a test plan in a conventional 
language ftom die source file, and generating an automated test code for the automated test 
procedure (torn the source file. In one embodiment, a test index identifying system elements tested 
by the test code is generated and incorporated into the test plan, allowing the user to verify that aU 
desired system elements are exercised by the automated test code. Automated test code is generated 
using a technique wherein commands to the system elements axe issued and messages responsive to 
die commands are intercepted and used to provide test status and error messages. TTie article of 
manufacrare con^rises a data storage device tangibly embodying instructions to perform the 
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method steps described above. 

V. ISSUES PRESENTED FOR REVIEW 

Whether clflims 2-24, 26-29, 31-34, and 36 are patentable under 35 U.S.C. § 102(a) over the 
Smith reference. 

Whether claims 5, 30, and 35 arc patentable under 35 U.S.C. § I03(fl) over the Smith 
reference. 

VI. GROUPING OF CLAIMS 

The rejected <"1^itrnt do not stand or fall together. Each claim is independendy patentable. 
Separate arguments for the patentability of the following claim groups are presented: 
Claims 22 and 27; 
Claims 24, 29, and 34; 
Claims 26^ 31» and 36; and 
Qaims 25, 30, and 35, 

Vn. ARGUMENTS 

A. Claims 22-24, 26-29, 31-34, and 36 Are Patentable Over The Prior Art 
1 . The Smith Reference 

U.S. Patent No. 5,754,755, issued May 19, 1998 to Smidb discloses a mediod and system for 
generating an application-specific test script file. The application-specific test script file contains test 
instrucdons for testing an application program. The system receives a test template file that has test 
insrrucdons that contain placeholders. The placeholders indicate where applicarion-specific 
placeholder values are to be logically inserted into the test template file. The system receives an 
ordered list of customizing files that have application-specific placeholder values. Hie system then 
searches the customizing files according to the ordered list for a first placeholder value for each 
placeholder of the test instruction. When such a placeholder value is found, the system replaces the 
placeholder with the placeholder value in the test iostruction and stores the test instruction into the 
applicarion-spedfic test script file. 
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2. Claim 22 is Patentable Over the Smith Reference Under 35 U.S.C. § 102(a) 
Claim 1 recites: 

^ method Qf^enmiiing test codi for an atttomated test procedure appt^abk to a syskm wTrjfmsing a 
pluraHp^ of interconnected elements, the method tamprising the steps of: 

defining a source file having apluraliP^ of tags, eath tag associated with a member of a Hbrary of 
execiitabk code objects defining a set of instructions prperforrmng a portion of the automatic test procedm; 

generating a test plan in a conversational language from the source file; and 

generating the test code for the automated test procedure from the source file. 

According to the First Office Action, Smith discloses "defining a source file having a 
plurality of tags," in elements 112 and 144 of FIG. 1; 




Dtfvicei 



OutpDt 

Devices 



and in the text cited below: 

For exmnplCj the HTML template Ele miglic conmin placeholdets fof stock pnce and volume data. The 
customizing files stoxcd in the server contain the current price and volume infoimatioQ that would be inserted 
into the HTML oxitput file (application-specific test script). (coL 7, lines 25-30) 
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Essendally, the First Office Action argued that the "source file" of the Applicaat's invention 
is analogous to die rest template file 112 of the Smith reference, and diat the "tagts" of the 
Applicants invenrion are analogous to the "placeholders". 

Referring to die following passage, the First Office Action further suggested that each 
placeholder is "associated with a member of a libraty of executable code objects defining a set of 
instructions for performing a portion of the automatic test procedure": 

The ##FOR command iftdicaies diat iteradoa sratemenrs foEow, The ##NEXT statemeat indicates the end 
of die iietadon statements thai are to be repeated over die range of numericfll values fiom a to b. For each 
iceradon of die iieradve command, the indexed placeholder widiin the iteradon statements i$ ccpUccd a 
placeholder with ifs asterisk (*) by a value stardng with the value of a and sequentially increasing to the vahie of 
b. For acample, for each iteration of the itcradve commands 210, 213, the placeholder takes on die value 
OBJECTI, 0BJECT2, 0BJHCT3, etc. Hic output file generator searches the custo mizing files for a values for 
the generated placeholders, replaces the generated placeholders x^ith those values^ and stores the in^crucuons 
211, 212 in the application- specific test scripL In addition, "a" and "b" may be placeholders, in which case, 
their value would be reciieved from a customizing file piior to the evaluation of the #FOR command. (coL 5, 
lines 49-65). 

The Applicant responded by pointing out that the "placeholders" were not analogous to the 
"tags" of the Applicant's invention, becaiise the were nor associated widi a library of executable 
code objects defining a set of instructions for pctfottuing a pordon of the automated test procedure, 
as recited in claim 22; 

However, Smith's "placeholders" are not analogous to the "tags" of the Applicant's 
invenrion, because the "placeholders" are not assodaUd with a libnary of execfitabk Qode objects 
(314) defining a set of instructions fotpeiforming a portion of the automated test procedure. Instead, 
Smith's "placeholders" are precisely that placeholders that are rq>laced'^ixh appKcation 
specific dakf (which are essentially arguments) that are obtained from the customizing files 
(see coL 3> lines 11-13). The placeholders are not associated with a library of executable 
code objects defining a set of inscmctions. 

And provided evidence that Smith's placeholdets were used to subsrimte data values, not 
one of a library of executable code objects defining a set of instrucdons for performing a pordon of 
the automated test procedure. 

Unlike the Smidi reference which teaches the subsrimrion of placeholders with data 
values itom, a customizing file, the Applicant's invenrion teaches the use of tags which are 
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associated with a Jibmy of executable code objects defining a set of inslmcHons for 
performing a pordoa of the automated test procedure. 

The AppUcant also remarked that the difference between daim 22 and Smidi was not 

surprising, given that they are directed to different pxitposes: 

The foregoing differences are a product of die different purposes to which they are 
directed- The Smith reference offers a testing mechanism that permits use of a single test 
script for different application ptograms, but allows for differences between the programs 
(see coL 2, lines 19-22)» Thus, it provides a template that can be used with multiple 
application programs and includes placeholders that are replaced with different input values 
(each for a different apphcation program). The Applicant's invention is not directed to 
creating a test progratn that is applicable to different applications, but rather, a system that 
guides generation of test cases, and thus, provides tags associated with a library of executable 
code objects that can be used to debug the code. 

The Final Office Action disagreed: 

Ic is noted diat placeholder is used witii HTML tags as addressed by Smith (coL 7, 
lines 26-30). To interact with library fimctions, it requires a value to be placed in the 
placeholder. For example, at column 4, lines 15-20, a name of a function such as 
junction2{chi\mt,^ limitation: a member of a library of executable code objects) is placed in the 
placeholder^ a command ""^sxtouU fimcHon 2" invokes diis fimcrion for execution. The 
reference of Smith associates with HTML tags. Furthermore, right in the column 2, lines 45* 
58> Smidi states ^^the output generator receives a test template file that has statements that are test 
instructions or iterative commands, and that has place holderr^ Thus, test instructions, or iterative 
commands generated by Output File Generator 110, not by a u$et; therefore, test instrtictions 
and iterative commands also have a means oV^a member of a library of executable code objects defining 
a set of instnfctions for performing a portion of automatic test procedtne^^ (page 3, emphasis in oiigina^ 

The Examiner argues that the following passage discloses the disputed phrase of daim 22: 

The output file generaior also con dynamically generate placeholders for a lest script. Fox cKamplc, u 
restet may want to define % aeiie& of pUccholders ia a test tcmplntc file with similar names. Such a tester may 
wont TO test 10 different funcdonfi of the appUcatiofn ptognun with $ixmUt iostnictionfi except with 
difTefent fimcdoD names depending on the application program* The output file genexaror allows the 
tester lo specify an iceiadve control conunand with an index and iterative sutcmcnts with an induced 
placeholder. The iterative statements can be instrucdona or control commands. For each iteration, die ourpm 
£Qe generator stores the iterative in die test script with the indexed placeholder replaced with a placeholder 
value £com a cufitomizing £lc. For example, the following is an example of an iterative command: 

##FOR[{Funcdon*}]= 1 to 10 
execute fnnctioti* 
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##Nwct 

The iterative control command is the ##FOR/##N£XT etatemcnt and the iteratiyie statement is die 
m^iructioii "execute funcdcm'^" where 'i$ the index and "function*" is tfac indexed placeholder. The 
output file generator processes the iterative control command as if the instcuccions "execute fimctionl," 
"execute funcuon2,** and so on to wherein the template test script. (coL 4, linefi 1-29) 

However, the "fiinciions" referred to above are functions of the tested applic arion program. In 
other yxioi6sy if the application program includes fimction1,junction2, . . ^fumtionlO^ ilie foregoing 
permits all 10 functions of die program to be iceratively tested, and it does so by allowing the use of 
an indexed "placeholder'' called function*. 

These functions, however, are part of the application program to be rested, not test code, 
and ate therefore not associated n^ith a tnmb^ of a lihrofy of executable code objects dining a set of instructions 
for performing a portion of the automatic test procedure^ as claim 22 recites* 

Smith teaches substituting functions of the application program itself into a test scnpt. It 
does not teach substituting kst procedure executable code objects into a source file that is used to 
generate a test code. In fact, as the foregoing makes clear. Smith, like the rest of the prior art die 
Applicant is aware of, teaches hardcodiag such test procedures, and in doing so, teaches away from 
the Applicant's invention. 

For die foregoing reasons, the Applicant respectfully traverses the rejection of claim 22, 
Claim 27 recites analogous features, and the rejection of this claim is traversed on the same basis. 

3. Claims 24, 29, and 34 are Patentable Over the Smith Reference Under 35 U.S,C. 
§ 102(a) 

Claim 24 recites ; 

The method of ckim 23, therein the test plan comprises a test index identifying the system elements 
tested ^ the test code, the test index genenated by peiformng the si€p of scanning the interpreted tags to 
ident^ the system elements tested the test code. 

According to the First Office Action, the Smith reference discloses the generation of a text 
index as follows: 
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Whtn generating an appKcaUon-spcdfic test sciipt, the output file generator scans tkroughi ihe customizing 
files ia order searching for a value for each placeholder. (coL 3j lines 45-48) 

The Applicant responded: 

'However, tliis does nor disdose the generadon of a "test index identifying sysiem 
elements tested by the test code" nor does it disclose performing this task by "scanning the 
interpreted tags to identify the system elements tested by the test code," as recited in claim 
22," 

The Final Office Action explains: 

"Scanning" has tneafls for identifying. Particularly, Smith shows scanning means 
(coliamn 3, lines 45-48). Although the scanning is for customizing file for searching values of 
place holder, this teaching includes scanning test inscrucdons or iterative commands (See 
column 2, lines 45-58), HXL templates (Column 7. lines 10-53) that contain tags and 
placeholders. 

Smith teaching includes HTML template with placeholders, and HTML tags for 
generating documents and test plans. HTML tags provide identifying elements associated 
widi it As discussed above for "Function*", Smith refers to the symbol as indexing that 
causes a function with a parricular index would be executed. For example, "execute 
funcaon2'* {test index identi^ng system elements tested by the test code) (See Column 4, lines 22-28). 
And -with the scanning means is used by Smith, it is obvious that scanning would interpret 
the tags in the HTML template filed that associated with "funcdoa2", (Final Of&ce Action, 
page 4) 

As a threshold matter, the foregoing argument appears to reject the daim as "obvious" over 
what Smith, "disdoses," The Applicant respectfully points out that this daim \H^as rejected under 35 
U.S.C. § 102(a), not 35 U.S.C. § 103, and statements regarding the "obviousness" of what one might 
do using the Smith reference are wholly inappropriate. 

Further, the foregoing argument is clearly based on hindsight teconsmicdon, and taking 
single words out of the context of the entire phrase, Smidi discloses an index, HowevcXj that 
"index" is not a test index ... it is an index used in an iterative process. The does not identify 
system dements tested by the test code, nor is it generated by scanning the interpreted tags to 
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identify system elements identified by the test code. Any axgumeat to the contraiy is an exetcise in 
hindsight reconstruction. 

Ckims 29 and 34 recite the features of claim 24 and are patentable on the $ame basis. 

4. Claims 26, 31, and 36 axe Patentable over the Smitli Reference Under 35 U.S.C. § 
102(a) 
Claim 26 redtes:. 

The method of claim 22, wbemn the step of generating test code for the automated test procedure comprises the 
step of translating the executable code objects associated }pith tht tag in the sotme file. 

As described above. Smith does not disclose tags associated with executable code objects 
defining a set of instructions for performing a portion of the automatic test procedure, and therefore 
cannot disclose translating die executable code objects associated with tags. Accordingly, the 
Applicant traverses the rejection of claim 26. Claims 31 and 36 recite features analogous to those of 
claim 26 and are patentable for the same reasons. 

B. Claims 25, 30, and 35 Are Patentable Over The Prior Art Under 35 U.S.C. § 103 

Claim 25 recites: 

The method of claim 23, wbereirftbe step ofgpnerating a test plan fifrther comprises the steps of: 

identifyijig an uninterpretahle tag in the test plan; and 

expending the test plan with an error message iden tiding the uninteipretahle tag 

The First Office Action argued that the foregoing is ^*syntax" error checking, and that such checking 
is well Icnown in the art. The Applicant responded: 

However, recalling that in rejecting daim 22, the 0£6cc Action analogized "tags" to 
"placeholders", which, as described above, is a placeholder for dafa^ and data is not 
"uninterpretahle." 

The foregoing difficulty, of course^ is a product of the erroneous premise that the 
Applicant's "tags" are analogous to Smith's "placeholders." Nonetheless, since one of 
ordinary skill in the art would not perform a syntax error check on a placeholder for "data," 
the Applicant tzaverses this rejection. 
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The Final Office Action respectfully responded: 

As noted above, whfle die prior action citation includes HTML tags, Applicants are 
silent on HTML tags as cited in tte previous Office Accion in regard to Claim 22. In the 
previous Office Action, it was not associated syntax error to check a placeholder^ but 
addressed to syntax error and issuing the error as well known features associated in all type 
of programmiag in dealiag with syntax and semantic checking. The ordinarily skilled in the 
arts would know that the syntax check is pexfotmed in test instrocrions, icerative commands, 
and tags of the HTML script. (Final Office Action, page 5) 

The only paragraph in the Smith reference tha.t includes the acronym "HTML" is presented below: 



In an alremative embodiment, the preseni invenrion is used to generate a page on the WORLD WIDE WEB 
("WEB page")- A WEB page typically includes graphics and is coded using hyperrext markup language 
("HTML"). Usually, when a user wieies to view a WEB page, the user requests that it be downloaded from a 
server, on -which it resides, onto a local computer. Because the WEB page typically includes graphics, ±e 
doxvnloadiag is time-consuming. Using the present invention, a Template file for a WEB page is stored on ihe 
local computer, and custoroi^dng fUcs arc stored on the server. When a user wishes to view a WEB page, to 
save time, onfy the customizing files are downloaded. Then, the output file genetaTor of the pfesent 
invention generates a WEB page using the user>independent WEB page template file and the 
customizing data files. Fox example, the HTML template file might contain placcholdero for stock 
price and volnme data. The customia^in^ files $ to ted on the server contain the current price and 
volume information that would be insetted into the HTML output file (applicadon^spccific test scdpt). 
(coL 7, lines 11-30, emphasis added) 

The foregoing appears co describe an embodiment that has nothing whatever to do with the 
generation of test cases or even testing software. Instead, it refers to the lase of the "customizing 
file" patadigtn to ptomote quicker dowiJoading of web pages co users. 

Nothing in the Smith reference teaches the generation of a test pbn which has convcrsalional 
lan^ags phrases for each translated tag, Nothing in the Smith reference discloses identifying an 
unincetpretable tag in a test plan, and nothing discloses appending the test plan with an error 
message identifying the unincetpretable cag. Accordingly, the Applicant respectfully traverses this 
rejection. 

Clamis 30 and 35 redre limitations analogous to those of claim 25, and are patentable for the 
same reasons. 
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VIII. CONCLUSION 



In vitw of the above, it is submitted that this application is now in good order for allowance 
and such allowance is respectfully solicited. Should the Examiner believe minor matters still remain 
that can be resolved in a telephone interview, die Examiner is urged to caU Applicant's undersigned 



attorney. 



Respectfully submitted, 

GATES & COOPER LLP 
Attorneys for Appficant(s) 

Howard Hughes Center 
6701 Center Drive West, Suite 1050 
Los Angeles, California 90045 
(310) 641-8797 





Name: y^orge H. Gates 
Reg. No.: 33,500 
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